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The Current Law of Trade-Marks and Unfair Com- 
petition in the United States 


This publication, issued monthly, contains all current deci- 
sions of the law of trade-marks, trade-names and unfair competi- 
tion in the courts of the United States, and of the several States 
and in the United States Patent Office. The text of opinions is 
given in full so far as they relate to trade-marks, or allied sub- 
jects, with references to the official or other reports, if any, in 
which the cases are to be found, and with annotations and cross 
references, designed to illustrate the development and assist in 
the study of this branch of the law. 

It likewise contains the text of all legislative enactments of 
the several state legislatures, and of the federal congress. re- 
lating to the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced 
by courts and legislative bodies from year to year. It includes 
also all treaties and conventions to which the United States is a 
party, relating to trade-marks. Each annual volume will be com- 
pleted with an index, digest and table of cases, that will make its 
contents readily accessible for reference. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is TWO DOLLARS per year in the United States, Canada 
and Mexico; elsewhere TEN SHILLINGS. 
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| UNITED STATES CIRCUIT COURT OF APPEALS 
STEIFF v, GIMBEL Bros. 
(214 Fed. Rep., 569.) 
Second Circuit, April 7, 1914. 
UnFair CoMPETITION—IMITATION OF Goons. 
Complainant having obtained an injunction restraining defend- 
ant’s vendor from the manufacture or sale of stuffed toy animals in 
imitation of complainant’s products, the complainant is entitled to a 
temporary injunction restraining the defendant, a dealer in the same 
} goods, until the lack of intentional imitation has been established by 
q proof. 
; ; 
| Appeal from an order of the United States District Court 
i for the Southern District of New York, denying a motion for a 
preliminary injunction. Reversed. For the decision on final 
hearing in the case of Steiff v. Bing, cited below, see Reporter, 
Vol. 4, p. 388. 
: 
| Arthur v. Briesen, Fred A. Klein, and Hans v. Briesen, all 
* of New York City, for appellant. 
i Augustus T. Gurlitz, of New York City, for appellee. 
\ Before Lacomse, Coxe, and Rockers, Circuit Judges. 
; 


Coxe, Circuit Judge—The question involved upon this ap- 
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peal is a close and interesting one but in view of our former de- 
cision in Steiff v. Bing [Reporter, Vol. 3, p. 475], involving ani- 
mals identical in appearance, we think the burden should be upon 
the defendants to prove that the animals which they purchased 
from Bing were not copied from those designed by the complain- 
ant. In other words, these defendants should not be permitted 
to sell to the public the toys which we held could not be sold by 
their vendor, until they have proved by witnesses who can be 
cross-examined that their animals were made without any aid 
from the complainant’s animals. So far as the present record 
is concerned, we have little doubt that the person who designed 
the animals sold by the defendant had before him similar animals 
designed by the complainant’s employees. The similarity is too 
great, even in minute details, to be the result of accident. In 
this way Bing has dispensed with original research. It has not 
been necessary for him to employ persons of originality and 
genius. Mere copyists and mechanics were all that he required. 
In this case, as in the former case, we cannot avoid the con- 
clusion that the Bing toys were made with the Steiff toys as 
models. The small points of difference such as placing the orange 
patch of the terrier on the right instead of the left side rather ac- 
centuates the intent to get all of the advantages of the complain- 
ant’s design without expending any original thought or labor 
thereon. 

To state the situation in a few words, we think that after 
a preliminary injunction has been sustained by this court, the sale 
of the prohibited goods which are in all respects similar to those 
condemned should cease until the defendant has proved by wit- 
nesses who can be cross-examined that the defendant’s goods were 
not copied from the complainant’s. It may be that it can do 
this, but until it does it should suspend its sales. Enterprise Mfg. 
Co. v. Landers, Frary & Clark (C. C.) 124 Fed., 923; on appeal 
131 Fed., 240, 65 C. C. A., 587; Yale & Towne Mfg. Co. v. Alder, 
154 Fed., 37, 83 C. C. A., 149. 


The order is reversed. 
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DAVIS, ET AL. 


Prest-O-Lits Co. v. Davis, et al. 
Davis, et al. v. Prest-O-LitE Co. 


(215 Fed. Rep., 349.) 
Sixth Circuit, July 25, 1014. 


1. UNrarR CoMPETITION—UskE OF MARKED CONTAINERS. 

Defendant’s acts in recharging complainant’s acetylene gas tanks 
with gas made by a competitor and reselling them, constitute unfair 
competition, although defendant attached to the tanks so recharged 
and resold, paper labels indicating that the gas within was not that 
of the complainant. 

2. TRADE-MARK—NAME OF PATENTED ARTICLE. 

This case does not come within the rule that on the expiration 
of a patent the generic name under which the patented article has 
been sold, passes to the public, since the trade-mark “Prest-O-Lite” 
has been applied not only to the complainant’s tanks, but also to its 
method of preparing acetylene gas and its system of exchange serv- 
ice. 

























From a decree of the District Court of the United States 
for the Southern District of Ohio in favor of the complainant, 
both parties appeal. Affirmed. 


= ae , r 

For the opinion of the court below, see Reporter, Vol. 4, 
p. QI. 

Keyes Winter, of New York, and Dudley V. Sutphin, of 

Cincinnati, Ohio, for Prest-O-Lite Co. 

Wallace R. Lane, of Chicago, IIll., for Davis, et al. 

3efore KNAppPEN, Circuit Judge, and CocHran and Turt te, 
District Judges. 


. PER CurtamM.—The Prest-O-Lite Company, a manufacturer 
x} and distributor of acetylene gas for lighting automobiles and 
other vehicles, brought suit to restrain alleged unfair competi- 


: tion and infringement of trade-mark by defendants, who are 
dealers in automobile accessories. Complainant stores its gas 
in portable steel cylinders lined with asbestos, which absorbs 

4 a quantity of acetone, which in turn is saturated with acetylene 

j gas introduced under pressure, the outflow for consumption 

¢ being valve-controlled. The entire package, so filled by complain- 


ant with its gas (the gas being trade-marked under the name 
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“Prest-O-Lite’”’), is furnished the consumer in the first instance. 
When the gas is consumed the tank is, under complainant’s long- 
established system, accepted at any one of several thousand agen- 
cies or depots throughout the United States, in exchange for a 
package fully charged by complainant, and on payment of a 
small fraction of the original price of the filled package. Com- 
plainant’s container is copper-plated and bears the words ‘“Prest- 
O-Lite gas tank,” together with its corporate name as manu- 
facturer, etched in the metal surface of the cylinder. It also con- 
tains a notice licensing its sale and use only when filled with gas 
and acetone compressed by complainant. This restrictive feature 
was exploited by complainant, by its advertising matter and 
otherwise, at least during the life of the Claude & Hess patent 
(No. 664,383, December 25, 1900), under which the apparatus 
in question was manufactured. The patent was held by the Cir- 
cuit Court of Appeals of the Seventh circuit to have expired 
June 30, 1910. Commercial Acetylene Co. v. Searchlight Gas Co., 
203 Fed., 276, 121 C. C. A., 474.1. Complainant’s trade-mark 
was registered June 30, 1906. The gist of the charge against 
defendants is that they are recharging empty Prest-O-Lite con- 
tainers with Searchlight gas, the product of a competitor of com- 
plainant, and in effect selling Prest-O-Lite tanks charged with 
Searchlight gas. The final decree below enjoined defendants, 
in substance, from refilling Presto-O-Lite tanks with any material, 
and from dealing in such tanks refilled by others than complain- 
ant, without in all cases removing or obliterating complainant’s 
trade-mark, and from passing off such refilled tanks as Prest- 
O-Lite gas tanks, exchanges or refills. Both parties have ap 
pealed. 

The grounds, broadly stated, on which defendants contend 
that complainant should be denied relief are: (a) That defend- 
ants have not been guilty of fraud or unfair trade; (b) that the 
attempt to limit the use to which complainant’s gas tanks shall 
be put after their sale by complainant is void, whether rested upon 
trade-mark rights or the system of exchanging filled for empty 
tanks, under the rule announced in John D. Park & Sons Co. v. 


(1) But see Acme, etc., Co. v. Commercial, etc. Co. (C. C. A., 6), 
102 Ped., 321, 340, 192°C. C; As ss 
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Hartman, 153 Fed., 24, 82 C. C. A., 158, 12 L. R. A. (N. 5.), 135 
( 40 C. C. A., 6), and Miles Medical Co. v. John D. Park & Sons 
Co., 220 U. S., 373, 31 Sup. Ct., 376, 55 L. Ed., 502; and (c) that 
by the expiration of the patent the name, and trade-mark ‘Prest- 
O-Lite” have been dedicated to the public, under the doctrine of 
Singer v. June, 163 U. S., 169, 16 Sup.Ct., 1002, 41 L. Ed., 118. 

The published opinion of Judge Hollister, who heard the 
case below (Prest-O-Lite Co. v. Davis [D. C.], 209 Fed., 917), 
| Reporter, Vol. 4, p. 91], so well and so fully considers the first 
two contentions stated (no reference, however, being made to the 
doctrine of the Singer Case) as to make discussion by us of the 
propositions there treated quite unnecessary. We fully agree with 
his conclusions that defendants have been guilty of unfair trade 
and that the doctrine of the Parks Cases cited is not opposed to the 
granting of the relief given. The validity of the attempted license 
restriction agreements under the Sherman Act (Act July 2, 1890, 
c. 647, 26 Stat., 209) or at common law is not involved 
here. The decision of this court in Coca Cola Co. 
v. Gay-Ola Co., 200 Fed., 720, 726, 19 C. C. A., 164 
[Reporter, Vol. 3, p. 1], is directly in point. Relief may 
safely be rested upon defendant’s interference with complain- 
ant’s rights under its long-established system of exchanges, 
which, as a practical proposition and for its own interests, and 
without contract therefor, it is bound to carry out. Assuming 
that complainant’s trade-mark and trade-name have not, by the 
expiration of the patent, become public property, we agree with 
the district judge, and for the reasons given by him, that complain- 
ant’s rights are not adequately protected by the affixing of the 
paper label in question upon packages refilled with Searchlight 
gas, stating that the refilled tank contains acetylene gas made by 
the Searchlight Gas Company and not Prest-O-Lite gas. 

We think the Singer Case has no application. The rule 
there announced is that on the expiration of a patent the generic 
name or description under which the patented article has been 
made and sold during the term of the monopoly (as distinguished 
from a name merely indicative of origin of manufacture) passes 
to the public, and may be used by another, provided unmistak- 
able notice is carried that the article is manufactured by the one 
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actually making it, and not by the proprietors of the expired 
patent. For-a discussion of this rule, see the opinion of Judge 
Denison, speaking for this court, in Merriam v. Saalfield, 198 
Fed., 369, 374, 375, 117 C. C. A., 245, [Reporter, Vol. 2, p. 443]. 

The case here does not involve merely the right to sell tanks 
in the form made by complainant and bearing such words as 
“Prest-O-Lite tank” or even “Prest-O-Lite gas tank.” The case 
goes farther. While the patent is upon a gas-storing apparatus 
which includes the valve-equipped, closed receptacle containing 
acetylene gas in solution, the gas is not protected by the patent, 
either as respects manner of manufacture or specific method of 
compression. Complainant’s trade-mark is upon its gas in the 
portable tank, which gas it compresses in its peculiar way, differ- 
ing from the Searchlight process. It has never sold its tanks 
except as part of a complete gas package, ready charged for il- 
luminating purposes, and in connection with its system of dis- 
tributing acetylene gas. The trade-mark “Prest-O-Lite,” used 
upon gas stored in complainant’s containers, thus indicates “acety- 
lene gas prepared and tanked as the complainant prepares and 
tanks it in these specific tanks.”’' It also carries with it the 
idea of complainant’s exchange service. These effects are not 
weakened, but rather are strengthened, by the fact that the 
“tank” and “system” and “service,” as well as specific features 
of the package, are known as “Prest-O-Lite.”” The word “Prest- 
O-Lite” when used upon the charged gas package thus indicates 
origin or manufacture; and so the case is not within the doc- 
trine of the Singer Case. 

The same result has been reached by the Circuit Court of 
Appeals of the Seventh Circuit in an opinion by Judge Baker, 
rendered since the decision of the instant case below. Search- 
light Gas Co. v. Prest-O-L,ite Co., 215 Fed. ——, | Reporter, Vol. 
4, p. 273]. 

Complainant appeals because the decree does not forbid 
sales of Searchlight gas in Prest-O-Lite containers which had 
originally borne the trade-mark “Prest-O-Lite,” unless the pur- 
chaser is given actual notice that the package is not a Prest-O- 


(1) Judge Ray’s expression in Prest-O-Lite Co. v. Avery Light Co. 
(C. C.) 161 Fed. at page 650. 
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Lite, and is not exchangeable by the Prest-O-Lite Company 
when empty. But we think the prohibition against the use of 
the containers bearing complainant’s mark sufficiently protects 
its interests. 

The decree of the district court is affirmed, with costs of 
the respective appeals against the appellants therein. 
VAN KANNEL REvoLVING Door Co. v. AMERICAN REVOLVING 

Door Co. 


(215 Fed. Rep., 582.) 
Seventh Circuit, April 14, 1914. 


1. TRADE-MARK—NAME OF PATENTED ARTICLE. 

Where a manufacturer of revolving doors has used as a trade 
mark a cross-sectional view of the door as patented, after the ex 
piration of the patent, one who manufactures this type of door may 
also use such a design to illustrate and advertise his product. 
TRADE-MARK—DescriptivE TERM. 

The phrase “Always closed” cannot be protected as a trade-mark, 
because it is descriptive. 

3. UNFAIR COMPETITION—PICTURE OF ARTICLE. 
Since the defendant now may manufacture revolving doors, 
he may use in his advertising, a picture of a conventional revolving 
door, identical with that used by complainant. 


to 


Appeal from an order of the District Court of the United 
States for the Northern District of Illinois, denying a preliminary 
injunction and dismissing the bill of complaint. Affirmed. 


T. W. Johnson, of Washington, D. C., and James S. Hop- 
kins, of Chicago, Ill., for appellant. 
Russell Wiles, of Chicago, Ill., for appellee. 


Before BAKER, SEAMAN, and Mack, Circuit Judges. 

Mack, Circuit Judge—This is an appeal from a decree 
denying a preliminary injunction and, on motion, dismissing a 
bill of complaint. The bill sought to gain protection against the 
use by defendant of a certain geometrical figure, the phrase 
“Always closed,” and a certain picture, in connection with the 
manufacture and sale of revolving doors. 

It alleged that the geometrical figure or design was a valid 
trade-mark owned by plaintiff, used by it for years in connec- 
tion with its advertising matter and applied by it to revolving 
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doors; that the phrase “Always closed” had for eight years been 
used by it as a trade-name or trade-mark in its advertising and 
had been impressed on the doors themselves; that for years it 
has used a certain picture of a revolving door in place, as shown 
in its copyrighted catalogue attached as an exhibit to the bill, 
which, it was alleged, had become identified in the minds of 
architects, builders, and the public with its (the plaintiff's) 
doors. 

The alleged wrongdoing consisted in the use by defendant 
of the design, phrase, and picture, as shown in the following cut, 
published by the defendant in a trade periodical. 





The picture of the door here shown is similar to that in 
the plaintiff's catalogue. 


It was agreed on the hearing for preliminary injunction that 
plaintiff had owned and conducted its business under a certain 
patent for revolving doors until the patent expired some years 
before the advertisement in question, and it was alleged in the 
bill that a consent decree had therefore been entered e@-ainst 
defendant for infringement of this patent. 

Appellant urges that the bill is good as alleging: ‘First, In- 
fringement of a trade-mark, the geometrical design; second, 
infringement of the trade-mark or trade-name “Always closed” ; 
third, unlawful simulation of the picture. None of these con- 
tentions can be upheld for the following reasons: 


First: Even if the geometrical figure used by defendant be 
deemed substantially similar to plaintiff’s, both are mere cross- 
sectional views of the door of the expired patent and, except 


NOTASEME HOSIERY CO. V. STRAUS, ET AL. 425 


that they indicate four instead of three doors, are practically 
identical with one of the illustrations (Figure 3) of the patent. 
Inasmuch as defendant may now make the door, it may illus- 
trate it in its advertisements. It is therefore unnecessary to 
consider whether a design of this character, not arbitrary or 
fanciful, but in a sense illustrative of the thing itself, could, in 
any event, be protected as a trade-mark. 


Seconp: The words “Always closed” are clearly merely de- 


scriptive of a revolving door in place and performing its proper 
function. 

Tuirp: The picture shows only a conventional revolving 
door, one that defendant may make and therefore may illustrate. 

FourtH: While, therefore, plaintiff can have no exclusive 
rights to design, phrase, or picture, nevertheless it is entitled to 
protection against such use of them by defendant as would con- 
stitute fraudulent or unfair competition with it. The bill al- 
leges that “by its wrongful acts above set forth the defendant has 
diverted to itself trade and custom to which plaintiff was en- 
titled and that it otherwise would have received.” 

Clearly this is insufficient to sustain a bill to restrain un- 
fair competition. Defendant’s acts, as set forth in the bill, are 
not wrongful and cannot be made so by mere characterization ; 
the trade is open to all honest competition; that plaintiff “was 
entitled” to it does not negative defendant’s equal right to secure 
it by lawful means. 

The decree must therefore be affirmed. 


NotrasEME Hosrrry Co. v. Straus, et al. 
(215 Fed. Rep., 361.) 
Second Circuit, May 14, 1914. 
Unratr Comp ACCOUNTING OF ProFits—INTENT. 
When fraudulent intent has been shown, a decree properly awards 


to the complainant the profits resulting from unfair competition. 


Appeal from a decree of the District Court of the United 
States for the Southern District of New York, in favor of the 
complainant. Affirmed. 
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For opinion of the court below, see Reporter, Vol. 4, p. 52. 
For opinion of this court, reversing decree for defendants on final 


hearing, see Reporter, Vol. 3, p. 87. 


E. E. Wise, of New York Cty, for appellants. 
E. H. Fairbanks, of Philadelphia, Pa., for appellee. 


Before Coxe, Warp, and Rocerrs, Circuit Judges. 


Warp, Circuit Judge—vThe complainant, a corporation of 
the state of Pennsylvania, filed its bill against the defendants, 
citizens of the state of New York, residing in the Southern 
District thereof, for infringement of its trade-mark and for un- 
fair competition. The District Judge dismissed the bill, and 
upon appeal this court held that the labels were so alike that it 
was obvious confusion of goods must result. We sustained the 
charge of unfair competition. 201 Fed., 99, 119 C. C. A., 134, 
[ Reporter, Vol. 3, p. 87]. Accordingly the decree was reversed, 
and the District Court directed to enter a decree in favor of the 
complainant, with the usual injunction and accounting against 
the defendants. 

It appears that the complainant’s and defendants’ labels were 
both designed by the same person, and that the defendants, 
though they put their goods on the market in March, 1908, were 
wholly unaware of the complainant’s label until December 1, 
1909. 

The master awarded to the complainant the profits made on 
sales of this infringing hosiery from July 30, 1908, to February 
I, 1913, amounting to $15,411.29. Upon exceptions to his re- 
port Judge Lacombe struck out profits down to January 1, 1910, 
from which time he held the defendants guilty of a deliberate 
intention to enter into unfair competition, because they con- 
tinued to use their label after they had been advised of the com- 
plainant’s and had ample time to change it, [Reporter, Vol. 4, 
p. 52]. This reduced the decree to $9,839.73. The defendants’ 
appeal, on the ground that profits in cases of unfair competition 
are recoverable only when there is intentional fraud. Assuming 
this to be so, we are, in view of our previous decision, com- 
pelled to find that there was fraudulent intent. 


The decree is affirmed. 





MOEBIUS, ET AL. V. LOUIS DEJONGE & CO. 


UNITED STATES DISTRICT COURT 


Moestus, et al. v. Louts DEJoncE & Co. 
Louis DEJoNGE & Co. v. Mogstus, et al. 


(215 Fed. Rep., 443.) 


Southern District of New York, May 7, 1914. 


. UNFAIR CoMPETITION—IMITATION OF Goons. 

Where confusion is likely to result, a manufacturer must not 
adopt for an article he makes, a color scheme similar to that used by 
a competitor for the same kind of goods. 

UNFAIR COMPETITION—ADVERTISING, 

The manufacturer who first puts on the market and creates a 
reputation for a novel and useful article, will be protected against 
advertising that represents a competing article as the first of its kind. 
UNFAIR COMPETITION—MARKING OF Goons. 

Competing manufacturers may be compelled to indicate in their 
labels their own names or the names of their selhng agents, to pre- 
vent confusion of the products. 

UNFAIR COMPETITION—EVIDENCE. 

A merchant is not chargeable with unfair competition on the 
strength of an occasional remark of an unidentified salesman. 
UNFAIR COMPETITION—EVIDENCE. 

Testimony as to confusion given by deposition has little weight. 
In general the courts prefer to judge of the likelihood. of confusion 
from the appearance of tke articles themselves, unless a course of 
conduct can be established that shows the employment of means 
and methods indicating unfair competition. 

UNFAIR COMPETITION—INTENT. 

Intent to deceive is not an essential element of unfair competition, 

though often a valuable index thereto. 


In Equity. Decree for complainant in second suit. 


Prindle & Wright, of New York City (Edwin J. Prindle and 
Arthur Wright, both of New York City, of counsel), 
for complainants in suit No. 1 and for defendants in 
suit No. 2. 

Kenyon & Kenyon, of New York City (Robert N. Kenyon 
and James S. Lehmaier, both of New York City, of 
counsel), for defendant in suit No. 1 and for com- 
plainant in suit No. 2. 


Mayer, District Judge—The suit of Moebius, et al, against 
Louis Dejonge & Co. is for an injunction restraining the defend- 
ant in that suit from sending out letters to or otherwise notify- 
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ing the trade that complainants therein are guilty of unfair compe- 
| tition in selling their flycatchers in their present form, dressing, 
and appearance. In that litigation a motion for an injunction was 
made to restrain Louis Dejonge & Co. from sending out letters 
pendente lite. This motion was denied by Judge Lacombe on 
August 7, 1912, with the proviso that Dejonge & Co. would bring 
suit against Moebius and his associates, to test the question of 
unfair trading, on or before October 7, 1912. Prior to that 


date the second suit, wherein Louis Dejonge & Co. is complain- 
ant, was brought against Moebius, e¢ al. 

For convenience, the suit of Moebius, et al. against Louis 
Dejonge & Co. will be called suit No. 1, while that of Dejonge 
& Co. against Moebius, et al. will be called suit No. 2. 

Suit No. 2 will be first discussed and will be deemed to in- 
clude the testimony of Bruno Weimar, Edward Weimar, Mathie 
sen, Dreyfuss, and Amberg. In suit No. 2 complainant charges 
defendants with unfair trading by reason of the sale of flycatch- 
ers which are made in imitation of the flycatchers of the com- 
plainant, so close as to constitute unfair competition. The bill 
prays for an injunction and an accounting in the usual form. 

Complainant is a New York corporation which manufac- 
tures and imports paper goods and novelties and has acquired a 
high reputation for the quality of its goods generally. 

About the beginning of 1909, complainant began the business 
of selling flycatchers; its president being convinced of the com- 
mercial possibilities of a flycatcher known as the “Pyramid,” 
which was then manufactured by Max Dametz, of Zeitz, Ger- 
many, but which had not been sold prior to that time in this 
country. The flycatcher material of the “Pyramid” is conical 
in shape, formed by a spirally wound tape. This tape has a 

| preparation on it which is said to attract flies and, in practical 
| use, is hung at some convenient place. This cone-shaped material 
is inclosed in a small cylindrical box and encircled with a de- 
tachable plate at the bottom. Louis Dejonge & Co., of course, 
desired to make the appearance of this article distinctive. The 
cylindrical box or inclosure was two inches long and an inch 


in diameter. It had two caps, one on each end; the flange of 
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the cap extending over the side of the tube for about a quarter 
of an inch. The hanger projected through the middle of the 
upper cap and was parti-colored; these colors being arranged in 
bands or stripes running lengthwise of the hanger. When the 
business was started in 1900, different combinations of color were 
used, including yellow, blue, and green. The plate, which was 
corrugated, was adapted to be slipped over the lower cap of the 
flycatcher, was round in shape, and was about 35¢ inches in 
diameter. The tube, caps, and plate were brown in color; the 
upper surface of the plate having a design on it representing a 
woven fabric or basket weave. At that time the articles were 
put up in boxes of ico, and the boxes were made of a brown 
pasteboarc, with a sort of basket weave pattern on its surface. 
In ig10 the goods were packed in boxes or cartons of 50 each. 
In 1911 a label of high green color was adopted, and the parti- 
colered ribbon or hanger was limited in color to red, white, and 
blue. In the same year a new form of box was adopted (De- 
jonge Exhibit No. 12). The plain box with the so-called basket 
weave pattern was discarded for a box with the words “Pyramid 
Fly Catcher” prominently displayed on the outside and inside, 
and with other words upon it; the colors of the box being mainly 
yellow, green, and red, and the box having a rather striking ap- 
pearance, one of its features being a representation of the cone 
as drawn out inclosed in its base, with flies clustering about and 
sticking to the cone and sticking to the base. 

In 1912 the only change of importance was the addition to 
the flycatcher label of the representation of a pyramid and two 
palms under the word “Pyramid.” (Flycatchers contained in 
Dejonge Exhibit No. 13.) 


While, therefore, the cylindrical shape and the name “Pyra- 


mid’ were the same in 1912 as in 1909, the appearance of the 
box was entirely different from and after 1g11, and in 1912 the 
label on the flycatcher had an added distinctive feature in the 
form of the pyramid with a palm on each side thereof. 

About March, 1912, the defendants began to place on the 
market their flycatcher which they called “Spiralette.’” This 


also contained a flycatcher material which, when elongated, would 
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be of cone shape and was inclosed in a cylindrical box or cover 
with two caps, and also was designed to be fitted into a base. 
While the measurement of the cylinder and the base were 
slightly different from those of the Pyramid, it may be said that 
for ocular purposes they were substantially the same. 

The color used on the “Spiralette” label was blue, on the 
two caps red, and the base was red with white spots, while 
the base of the Pyramid was brown or tan. For the hanger, 
defendants used various colors, but many of its hangers were 
red, white, and blue. 

Both labels are divided into three vertical spaces by vertical 
lines, in one of which is the name of the article, and in another of 
which are printed directions. In the Pyramid the third space 
contains the words “Agents, Louis Dejonge & Company, 69-73 
Duane Street, New York City,” while in the “Spiralette’” are 
the words “Mark registered.” 

Defendants sent out with the box of their flycatchers a red 
postet bearing at the top, in conspicuous large red letters, the 
words “First in the Fight,” and with the design which would 
seem at a casual glance to be of the same general character as the 
elongated cone on the box of the Pyramid. 

In 1912 defendants sold their flycatchers in boxes of 100. 
These boxes were of brown paper and had a design somewhat 
like the basket weave of the Pyramid in 1909. 

In 1913 defendants placed the words “Patented in the 
U. S. A.” on some of their flycatchers, although there is no 
doubt that defendants’ flycatcher was and is not made in accord- 
ance with the patent to which these words purport to refer. 
These words should not have been used, but their use is of no 
importance in arriving at a conclusion herein. After the litiga- 
tion between the parties had started, defendants ceased, for a 
time, using the “First in the Fight” poster, but, as I understand, 
insist that they had the right to use this poster and would have 
the right to do so now. 

Flycatchers of the kind here in controversy were not known 
to the American market prior to the introduction of the Pyra- 
mid. It is claimed that the testimony of the Weimars, Mathie- 
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sen, Dreyfuss, and Amberg shows that some were on sale in this 
country as early as 1904, but, viewing that testimony in the light 
most favorable to defendants, the appearance of these flycatchers 
in this country was of a passing and accidental character and is 
of no consequence in this case. Nothing that the Weimars did 
made the article known, and, in analogy, the incident was not 
even as informing as an abandoned experiment in the case of a 
patent. 

Complainant has introduced testimony as to misrepresenta- 
tions of salesmen of defendants and confusion and mistakes by 
purchasers of these two articles. The salesmen are not identi- 
fied, and, where only sporadic incidents are ascertained, a mer- 
chant is not chargeable with an occasional remark of an un- 
identified occasional salesman. 

Little aid is furnished by the testimony of witnesses as to 
confusion when that testimony is taken by deposition. In open 
court the judge can form his opinion of the point of view and 
mental attitude of the person who gives testimony of this char- 
acter. There is no reason to doubt that the illustrations given 
by the witnesses in the case at bar are truthfully stated, and, of 
course, in doubtful cases actual instances of confusion may be 
helpful in arriving at a correct decision; but, generally speaking, 
the court must, if possible, diagnose the subjective symptoms of 
the purchasing public from the appearance of the articles them- 
selves, unless a course of conduct is proved which shows the 
employment of methods and means indicating unfair competition. 


I am satisfied from the evidence in this case that the parti- 
colored hanger plays a very important part. When these cylin- 
drical shaped flycatchers are ready for sale by the retailer, the 
box is open, and the parti-colored hanger is the first item of the 
article which strikes the eye. It is very natural that a person 
buying a small article of this kind, who might not carry the name 
of the article in his memory, would remember, nevertheless, that 
the flycatcher which he wanted had a hanger ribbon of red, white, 
and blue. It is quite likely also that so much of the public as 
had been educated by the advertising and selling campaign of 
Louis Dejonge & Co., who believed that this was the first fly- 


catcher of this kind in this country, would be misled by the red 
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poster “First in the Fight,” and more especially because the 
Spiralette did not contain the name of the manufacturer or sales 
agent. If the purchaser did not think that he was buying precisely 
the same flycatcher, he might very well think that he was buying 
a flycatcher placed on the market by the same concern. 

There is a good deal of controversy as to the meaning of the 
phrase “First in the Fight” on the red poster advertisement. | 
should say that to some people it would mean that the article was 
the first to have been placed on the market, while to others it 
might mean the foremost or best article. Evidently for the pur- 
pose of showing that there was no intent to be unfair, defend- 
ants have insisted that the testimony warrants the conclusion that 
“First in the Fight” was a fair translation from its German poster 
of the phrase “Auf in den Kampf,” but that German phrase (de- 
fendants’ translator to the contrary notwithstanding) does not 
mean “First in the Fight.” It is a battle cry and means “on to 
the battle.” } 

In any event, I am of opinion that, in view of the phrase and 
of the design, there would be enough people who would mistake 
the poster as referring to the Dejonge flycatcher, so as to result 
in confusion. 

With the exceptions noted, I am unable to see in what other 
particulars defendants may be successfully charged with unfair 
trade. The Pyramid box of 1909 was not distinctive and could 
not be appropriated by complainant, and, indeed, was abandoned 
by complainant, while on the other hand, defendants’ present box, 
inside and outside, is entirely different from complainant’s present 
box. In arriving at this, to me, obvious conclusion, I have not 
paid any attention to the history of the mushroom which is said 
to be the model for defendants’ design, and, as a layman in the 
art of flycatching, I should not have known that the mushroom 
was the genesis of defendants’ characteristic figures and colors. 
The test is to ascertain the effect upon the ordinary everyday per- 
son who would buy this sort of an article. 

I think that the complainant is not entitled to the exclusive 
use of the cylindrical form, because obviously that is a proper 


(1) While the translator’s testimony is in suit No. I, it may just 


as 
well be discussed here. 
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and natural form in which to inclose the cone-shaped flycatcher 
material. The division into three spaces on the cylinder is a 
negligible matter, and no one would ever think of it except as a 
point of controversy in a lawsuit. 

I see no confusion between the name “Pyramid” and “Spiral- 
ette,” except after very close and deliberate analysis. “Spiralette” 
was a natural arbitrary name in view of the spiral shape of the 
material, and nowhere in the record is there arvthing to indicate 
that this name was deliberately selected in order to simulate in 
sound or appearance the name “Pyramid.” 

There is a good deal which one might guess about, but cases 
must be decided on evidence, and I am unable to find any evi- 
dence which satisfies me or allows me to draw a fair inference 
that defendants have intended to copy complainant’s article for 
purposes of unfair competition. But motive, while often a valu- 
able index to, is not an essential element of, unfair competition. 
Louis Dejonge & Co. were first in the field, and they are entitled 
to the protection of a court of equity against any invasion which 
constitutes unfair trade. I am of opinion that their rights have 
been invaded in regard to the red, white, and blue hanger and 
the “First in the Fight” poster. Further, I see no reason why, 
in fairness, the defendants cannot put on their article the name 
of the manufacturer or the sales agent or, in any event, some- 
thing to indicate that “Spiralette” does not come from the house 
of Louis Dejonge & Co. The point is that, assuming the form 
and size of the cylindrical shape and the base to be available to 
any one, care must be taken in a small article of this kind to 
avoid creating the impression on the public that the competing 
article comes from the same source as the original article; and 
it has often been said that it is extremely easy for a fair merchant 
to make such changes as fair trading requires. Besides, I see 
nothing in the testimony of Moebius which presents a good busi- 
ness reason for not putting on the name of the source of manu- 
facture or sale. 


I think this controversy is within very narrow limits, and if 


defendants are well intentioned, as they earnestly assert they 
are, then the difference can be ended: (a) By defendants adopt- 
ing a hanger of a single color; (b) by ceasing the use of the 
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“First in the Fight” poster or anything similar thereto; and 
(c) by either putting on their label the name of the manufacturer 
or agent or some legend indicating that the article does not come 
from complainant. If these requirements are complied with, 
they may retain the name “Spiralette” and the appearance and 
dressing in other respects in which their flycatcher has been mar- 
keted. 

There will be a decree in suit No. 2, with costs in accord- 
ance with this opinion. 


CALIFORNIA SUPREME COURT 
MopEsto CREAMERY V. STANISLAUS CREAMERY Co., et al. 
(142 Pac. Rep., 845.) 

July 20, 1914. 


1. UNFAIR COMPETITION—GEOGRAPHICAL TERM. 

Where a butter manufacturer has used the name of his town 
in his labels until that name has become associated with his products 
as indicating their source and qualities, a competitor will not be al- 
lowed to imitate these labels, and will be prohibited even from using 
the name of this town in such a way as to cause confusion. 
TRADE-MARKS—GEOGRAPHICAL NAMES. 

A manufacturer who has used the name of his town in his labels, 
can only claim protection as a trade-mark for this name in the par- 
ticular script and manner of such use. 

3. UNFAIR COMPETITION—ACCOUNTING. 
Accounting allowed of profits made by the sale of goods under 
the offending labels, notwithstanding the evidence showed that the 
plaintiff had suffered no damages from the competition. 


No 


Appeal from a judgment in the Superior Court, Stanislaus 
County, for the plaintiff, and from an order denying a new 
trial. Affirmed. 


Jordan, Rowe & Brann, H. K. McKevitt, and L. J. Mad- 
dux, all of San Francisco, for appellants. 

J. W. Dorsey and W. E. Cashman, both of San Francisco, 
and L. L. Dennett and J. M. Walthall, both of Modesto, 
for respondent. 


Stoss, ]—The defendants appeal from the judgment and 
from an order denying their motion for a new trial. 
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The action was brought to enjoin the defendants from sell- 
ing butter marked with labels alleged to have been designed in 
imitation of plaintiff’s label, and to recover damages for profits 
diverted from plaintiff or made by sales by defendants of but- 
ter so labeled. 

The findings, which are responsive to the issues made by 
the pleadings are, in effect, as follows: Plaintiff is a corpora- 
tion which, since the year 1900, has been manufacturing but- 
ter at the city of Modesto, and selling such butter at Modesto 
and elsewhere in the state of California. In the conduct of its 
business it has adopted and used as a symbol and name a de- 
vice (shown on a wrapper attached to the complaint and marked 
“Exhibit A’) consisting of the word “Modesto” in large script, 
with a scroll or flourish thereunder, the word “creamery” ap- 
pearing in said scroll. The words “churned daily at Modesto, 
Cal.” also appear upon the wrapper. Butter of plaintiff’s manu- 
facture, so wrapped and marked, acquired a valuable reputa- 
tion, and is known by purchasers and the public as “Modesto 
Creamery Butter’ or “Modesto Butter,’ the word “Modesto” 
having acquired “a special significance and secondary meaning 
apart from its geographical sense,” and being taken to signify 
the origin, manufacture, and qualities of plaintiff’s butter. The 
defendant Sherry-Freitas Company is engaged in the business 
of buying and selling butter. In April, 1910, said defendant, with 
the intent to deceive persons intending to buy plaintiff’s butter, 
and to divert trade from plaintiff to itself by palming off its 
goods for those of plaintiff, offered its butter for sale under a 
wrapper, a copy of which is designated “Exhibit B.”. This wrap- 
per contained the word “Modesto” in large type, and under 
it the word “brand” in smaller letters. By so doing defendant 
has endeavored to cause it to be believed, and has caused it to 
be believed, by the public that its butter was made in the city 
of Modesto, which was not the fact. The use of said wrapper 
misled and deceived customers into buying defendant’s butter 
in the belief that it was plaintiff’s product. Said butter was sold 
at a price less than that at which plaintiff's butter was offered 
to the public. 
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The defendant continued the sale of butter under the label 
or wrapper designated “Exhibit B” until about September 1, 
1910, when it began to sell and offer for sale, and has since 
continued to sell, butter under a label or wrapper designated 
as “Exhibit C.” This wrapper bore the word ‘Modesto” in 
script type similar to that appearing on “Exhibit A.” The but- 
ter so wrapped has been made by the defendant Stanislaus Cream- 
ery Company at the city of Modesto. The findings relative to 
the purpose with which “Exhibit C” was used, and the effect 
upon the public and upon plaintiff’s trade of the use of such 
wrapper, are, except with respect to the place of manufacture, 
similar to the findings, above outlined, in connection with “Ex 
hibit B.” It is further found that the defendant Stanislaus 
Creamery Company was organized by the officers and directors 
of the other defendant, Sherry-Freitas Company, with the ob- 
ject of having said Stanislaus Creamery Company assist its 
codefendant in the latter’s wrongful acts. The court also finds 
that the defendants will, unless restrained, continue the unfair 
competition complained of. 

The judgment declares that plaintiff is the owner of and has 
the exclusive right, as against the defendants and each of 
them, to use the word “Modesto” in the manner in which it 
appears on its butter wrapper. It adjudges that defendants be 
enjoined from using, in connection with the manufacture, ad- 
vertisement, or sale of butter, the wrapper, labels, or brands 
shown on Exhibit A, Exhibit B, or other representation contain- 
ing the word “Modesto” as its prominent feature “in a manner 
calculated to deceive the trade or public into purchasing the 
product of defendants, or either of them, as and for the prod- 
uct of plaintiff,’ from offering for sale or selling any butter 
under wrappers, labels or representations in imitation or like- 
ness of any of said exhibits, which will be calculated to mislead 
the public into buying said product as and for the product of the 
plaintiff, and from advertising, representing, labeling, or wrap- 
ping butter in such manner as to cause it to be palmed off, sold 
or mistaken for plaintiff's product. Finally, it is determined that 
plaintiff is entitled to an accounting of the profits diverted from 
plaintiff or made by defendants, or either of them, by the sale 
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of butter under Exhibit B or Exhibit C, and the court reserves 
power to take such accounting before itself or a referee. 

The relief granted by the decree does not rest upon any 
ownership by plaintiff of the exclusive right to the use of the 


word “Modesto” as a trade-mark. A “designation which re- 
lates only tothe . . . place where the thing is produced” can- 


not be appropriated as a trade-mark. Civ. Code, § ggi. The 
suit is one to restrain unfair competition. The principles in- 
volved have been declared in numerous decisions, not a few 
of which have been rendered by this court. In Banzhaf v. 
Chase, 150 Cal., 180, 88 Pac., 704, they are stated in the fol- 
lowing language which, with the substitution of the word “but 
ter” for “bread” (the article which occasioned the controversy 
in the Banzhaf Case) is entirely appropriate to the case at bar: 


“The case of the plaintiffs . . . is based on fraud. It rests on the 
right of the plaintiffs to restrain the conduct of the defendant whereby 
he, in order to injure the plaintiffs and benefit himself, simulates the 
plaintiff’s goods, deceives the plaintiffs’ patrons into the belief that 
his bread is that made by the plaintiffs, and thereby induces them to 
buy his own bread instead of the plaintiffs’, thus by fraud and deception 
depriving the plaintiffs of the profits of such sales and appropriating the 
same to his own use. The right to prevent such an injury by injunction 
does not depend on the ownership by the plaintiffs of any particular 
word, phrase, or device, as a trade-mark. . . . The right of action in 
such a case arises from the fraudulent purpose and conduct of the de- 
fendant and the injury caused to the plaintiffs thereby, and it exists in- 
dependently of the law regu’ating trade-marks or of the ownership of 
such trade-mark by the plaintiffs. The gist of such an action is not 
the appropriation and use of another’s trade-mark, but the fraudulent 
injury to, and appropriation of, another’s trade.” 


See, also, Weinstock, Lubin & Co. v. Marks, 109 Cal., 529, 
Pac., 142, 30 L. R. A., 182,50 Am. St. Rep., 57; Dodge, 

v. Dodge, 145 Cal., 380, 78 Pac., 879. 

The judgment does not assume to protect plaintiff in the 
exclusive use of the word “Modesto.” All it does is to declare 
that the plaintiff has a right superior to that of defendants to 
use such word in the manner in which it appears on its wrappers. 
It enjoins the defendant from using the wrappers designated 
“Exhibit B” and “Exhibit C,” or from using any wrapper con- 
taining the word “Modesto” in a manner calculated to deceive 
the public into purchasing defendants’ product as and for that 


| 
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of plaintiffs. The other parts of the injunction are directed 
against other practices tending to thus deceive the public and 
thereby injure the plaintiff. 

So far as the particular labels, Exhibit B and Exhibit C, 
are concerned, the evidence fully justifies the findings that these 
wrappers were adopted with the purpose of deceiving the pub- 
lic as above stated, and that they accomplished this purpose. 
This is virtually conceded by appellants with respect to Ex- 
hibit B, which was applied to butter not in fact manufactured at 
Modesto. 


The word “Modesto” is the most prominent feature of Ex- 
hibit C, as it is of Exhibit A. The type in which the word is 
printed is so similar on the two labels that this circumstance, in 
connection with the other facts shown amply warranted the con- 
clusion that the use of Exhibit C was intended to have, and did 
have, the effect of misleading the public into the belief that the 
butter so marked was that manufactured and sold by plaintiff. 


The argument that plaintiff cannot enjoin the use of the 
word “Modesto” unless such word has acquired a secondary 
meaning apart from its geographical sense—unless, that is to 
say, it has come to mean the goods of plaintiff rather than the 
place of their manufacture—is therefore beside the mark. The 
use of the name “Modesto” is not enjoined. All that is enjoined 
is the use of such name in a manner calculated to deceive pur- 
chasers into mistaking defendants’ product for that of plaintiff. 
It is true that there is a finding that the word “Modesto,” as 
applied to butter, has acquired the secondary meaning spoken of. 





This finding would have been necessary to support a decree recog- 
nizing plaintiff’s exclusive right to the use of the word in its 
secondary sense. 38 Cyc., 770. But it is not material as a basis 
for the limited decree that was here made. 


It is urged that the use of Exhibit B should not have been 
enjoined, because the evidence showed that there had been no 
use of this wrapper for several months preceding the commence- 
ment of the action, and there was no proof that defendants in- 
tended to use it in the future. But, even if this part of the in- 
junction were eliminated, the general restraint against the use 
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of any wrapper calculated to deceive the public would still operate 
to prevent the use of Exhibit B. If there was any error in ex- 
tending the injunction so as to cover this wrapper specifically, 
the error was technical merely, and without prejudice. 

Finally, the claim is made that the court erred in decreeing 
that plaintiff should have an accounting of the profits made by 
defendant through sales of butter under wrappers having the 
mark of Exhibit B or Exhibit C. So far as Exhibit B is con- 
cerned, it is contended that plaintiff suffered no damage, having 
sold its entire output, without diminution in price, dur- 
ing the period in which Exhibit B was used. But the 
decree does not order an accounting of damages as 
such. The accounting is to be directed to “profits di- 
verted from the plaintiff, or made by the sale of any butter 
sold by the defendants or either of them under wrappers bearing 
the label and brand of Exhibit B and Exhibit C attached to the 
complaint.” We think this provision should be construed as 
covering simply the profits made by the defendants through 
the use of these wrappers. In contemplation of law, such profits 
are diverted from plaintiff, being obtained through the im- 
proper invasion of plaintiff's trade rights. Entirely apart from 
the question of actual damage, the owner of a trade-mark is 
entitled to recover from an infringer the profits realized by the 
latter from sales under the simulated trade-mark. Graham v. 
Plate, 40 Cal., 593, 6 Am. Rep., 639. The same rule applies to 
cases of unfair competition, in which, while there is no violation 
of an exclusive right in a technical trade-mark, the defendant 
has used devices calculated to pass off his goods as those of 
plaintiff. 38 Cyc., 909; Regis v. Jaynes, 191 Mass., 245, 77 N. E., 
774; Saxlehner v. Eisner, etc., Co., 138 Fed., 22, 70 C. C. A., 452. 

The objection to an accounting with respect to Exhibit C 
is based on the contention that the use of this brand was not 
an invasion of plaintiff’s rights. This contention is answered by 
what we have said in an earlier part of this opinion. 

The judgment and the order denying a new trial are affirmed. 

We concur: SHAw, J.; HENSHAW, J.; Lorican, J. 
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NEW YORK SUPREME COURT 


(86 Misc. Rep., 276.) 


B. Payn’s Sons Topsacco Co. v. Jos. PAYETTE AND JULIUS 
MENDELSOHN. 


Albany Trial Term, June, 1914. 


TRADE-MARK INFRINGEMENT—Proor oF DAMAGE. 

The plaintiff manufactures a brand of cigars called “B & M,” 
the defendants, a brand cal’ed “P & M” from the initials of their 
names. Where neither deception of the public nor damage to the 
plaintiff can be shown, the compiaint in an action for alleged in 
fringement, will be dismissed. 


Arnold, Bender & Hinman, for plaintiff. 
Agnew <> Agnew, for defendants. 


Rupp, |.—The parties to this action are manufacturers and 
vendors of cigars, the plaintiff doing business in the city of 
Albany and selling its goods within a radius of about one hun- 
dred miles, the defendants doing business as a copartnership 
under the firm name of Payette, Mendelsohn & Co., in the city 
of Plattsburg, and selling their product between Plattsburg, 
somewhat in the state of Vermont, and down through the state 
of New York as far at least as the city of Hudson. 

The plaintiff for many years has used the initial letters of 
the surnames of individuals formerly interested in business as 
a trade-mark. Certain cigars manufactured by it are known 
under this trade-mark as “B. & M.” 

These cigars have been sold to the trade for so many years 
that customers have been well acquainted with the article thus 
designated. 


The defendants have for several years used the initial let- 
ters of their individual names, “P. & M.” to designate their 
product, which for several years has been sold in a territory north 
of Albany and in a locality where the plaintiff’s goods have 
not been sold, until within a few years past the defendants have 
invaded, as is claimed by the plaintiff, the territory round about 
Albany, thus bringing to the attention of plaintiff what the 
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plaintiff claims to be an infringement of plaintiff’s rights in the 
trade-mark “B. & M.” 

It is not claimed that defendants’ cigars are an inferior arti- 
cle in quality, in fact the evidence is that the trade price is 
five dollars per 1,000 higher than plaintiff charges for its cigars 
known as the “B. & M.” 

It is not claimed that there is a misleading in the form 
of the package as the cigars are offered in boxes, or in the 
labels on the boxes, or in the bands or labels on the cigars, but 
the claim made by the plaintiff to this court on the trial was 
that there is by reason of the audible similarity in the use of 
the designation “B. & M.” and “P. & M.” a resulting confusion, 
to the detriment of the plaintiff. 

The evidence shows not that any purchaser was misled by 
the appearance of the box, the cigar or the label, and was 
thereby induced to purchase defendants’ cigar when it was in- 
tended to purchase the product of the plaintiff, but evidence was 
given that at times when purchasers had ordered from a waiter 
by word of mouth, not having the cigars in view, the cigar 
known as “B. & M.” that as a result, generally as it appears from 
a misunderstanding by the waiter, cigars manufactured by de- 
fendants, which are known as “P. & M.” were served. 

There seems to be no evidence that a purchaser has been 
induced to purchase defendants’ cigars when he intended to pur- 
chase those of plaintiff’s manufacture. 

Plaintiff did not prove any damage and on submission stated 
that it was unable to make such proof. 

There is no proof that defendants knew that there was 
upon the market a cigar made by plaintiffs, known as the “B. & 
M.,” in fact the defendant Payette testified that he has never 
heard of the cigar made by the plaintiff known as the “B. & M.” 
up to the time when the defendants placed on the market their 
product known as “P. & M.” This phase of the case is con- 
sidered in connection with plaintiff's quotation in its brief: “Un- 
fair competition involves trading upon another’s reputation and 
good will, and the injury is the same regardless of the intent with 
which it is done. It is well settled in this State that fraudulent 
intent need not be shown when the necessary and probable ten- 
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dency of defendants’ conduct is to deceive the public and pass 
off his goods as those of the plaintiff.” 

Accepting this rule as controlling are we able in this case 
under the evidence to say that ‘“defendant’s conduct” was in- 
tended “to deceive the public and pass off his goods as those 
of the plaintiff?” 

The situation here is not at all similar to what was de 
veloped in Higgins Soap Co. Case, 144 N. Y., 462. In the Hig- 
gins case Chief Judge Andrews, writing the opinion of the court, 
says: “Whether upon equitable principles the remedy should 
have been awarded in this case upon the facts proved and 
found is the question in this case. If the right of the plaintiff to 
relief depended exclusively upon the comparison of the cor- 
porate names of the parties, and the inferences to be drawn from 
such comparison alone and without reference to any extrinsic 
facts, it might well be doubted whether the names are so similar 
that the court could find that confusion and injury would be 
likely to arise.” 

So here it may “well be doubted whether the names are so 
similar that the court could find that confusion and injury would 
be likely to arise.” 

The remedy here sought is to prevent the liability of injury 
resulting from such a similarity in the sound of the names of 
these cigars, irrespective of what the intention of the defend- 
ants was. 

Competition “should be fair and honest and the manu- 
facturer who produces an article of recognized excellence in the 
market and stamps it with the insignia of his industry, integrity 
and skill, makes his trade-mark a part of his capital in business 
and thus acquires a property right in it which a court of equity 
will protect against all forms of commercial piracy.” 


Having this rule in mind, can a court of equity say that 
under all the circumstances, the plaintiff having admitted that 
it cannot rely to sustain its contention upon a similarity as to 
the treatment of the box or its labels or appearances, or as to 
anything except as to similarity of sound in the names where 
the purchaser tells what he wants to buy, that there is in this 
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name, or in the sound of this name, such a property right as 
calls upon a court of equity for its protection? 

Some of plaintiff's cigars were stamped with the initial 
letters “B. & M.” and some of their cigars were sold to the trade 
each one having upon it a paper cigar band. This to meet the 
wishes of the customers. 

All of the cigars manufactured by the defendants bore the 
stamp, somewhat difficult to read because very delicately stamped 
upon the cigars, of the initial letters “P. & M.” They put upon 
the market no cigars bearing a paper label. 

There was no proof in the case that any one was induced to 
buy defendants’ cigars under the supposition that they were pur- 
chasing those sold by plaintiff. 

In order to create an unfair competition it must be based 
upon an effort by one person to sell his own goods as those of 
another by misleading. As above stated there is nothing ‘in 
the appearance of the cigars or the box, or of the trimmings on 
the box, which would or could mislead. 

It can hardly be assumed that the defendants relied upon 
the assumption that waiters receiving orders for cigars known 
as “B. & M.” would misunderstand the order and furnish cigars 
marked “P. & M.” thus injuring the plaintiff. 

It is as fair to assume, if that theory is followed out, that 
when a consumer orders a cigar known as the “P. & M.” that 
some clerk or waiter would hand to him a cigar known as the 
“B. & M.” 

It seems under the evidence as if plaintiff had failed to 
establish a cause of action which requires the interference of a 
court of equity, and therefore the complaint of the plaintiff is 
dismissed. 

Complaint dismissed. 
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COMMISSIONER OF PATENTS 
W. A. Lawrence & Son v. THE Lickinc CREAMERY Co. 
(206 O. G., 589.) 
July 3, 1914. 


. TrapE- MARK—VALIDITY. 
The representation of a cow is a valid trade-mark for cheese where 
it has been in continuous use since 1876. 
. Goops oF THE SAME DESCRIPTIVE PROPERTIES. 
Cheese is not of the same descriptive properties as butter, cream, 
milk and ice cream. 
Duell, Warfield & Duell, for W. A. Lawrence & Son. 
John H. Siggers and E. G. Siggers, for The Licking Cream- 
ery Company. 


Newton, First Assistant Commissioner.—This is an appeal 
from the decision of the Examiner of Interferences sustaining the 
opposition of W. A. Lawrence & Son to the registration by The 
Licking Creamery Company of its trade-mark for ice cream, 
butter, milk, cream, and cheese. 

The Lawrence mark was registered first in January, 1881, 
and reregistered under the ten-year proviso in 1906, and is for 
the figure of a cow on Neufchatel and cream cheese. The mark 
of applicant, The Licking Creamery Company, as shown in the 
labels, consists of the picture of a cow, above which is a scroll 
bearing the words “Our Silent Partner and Our Products.” 
In front of the cow are pictures of vessels containing ice cream, 
milk, butter, etc. These are all surrounded by an elliptical figure 
with the name of the applicant and its place of business therein. 

The Lawrences, the opposers, object to the representation of 
a cow in applicant’s mark, and the briefs and the decision below 
have been directed to determining the point whether or not the 
Lawrences as opposers have the right under the statute to pre- 
vent any one using the picture of a cow in any form on cheese. 

After a careful review of all the record it would appear that 
three main points are involved in the decision of this case. 


First, is any one entitled to the exclusive use of the repre- 
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sentation of a cow broadly for cheese? Judge Thompson, in 
the case of Lawrence & Son v. Sharpless (203 Fed. Rep., 762), 
[Reporter, Vol. 3, p. 211], decided in a carefully considered 
opinion, a copy of which is an exhibit of record, that no one 
could appropriate the figure of a cow broadly as a trade-mark 
for any dairy product- 


because the symbol of a cow is generic in that it is descriptive of the 


class of products produced of the milk of the cow. . . . All dealers 
in dairy products . . . could with equal truth represent the cow 
as the source of their product. Surely the figure of a cow could not be 
e>clusively appropriated by a dealer in milk or cream. A dealer could 


not sell milk as cow milk or cream as cow cream and claim exclusive 
rights under that name; nor could he adopt the figure of a cow as a 
trade-mark for milk or cream. As butter and cheese are both produced 
from miik and cream, it follows, | think, that the figure of a cow or the 
word “cow” is not capable of exclusive appropriation by any deaier or 
manufacturer for butter or cheese. 

It is true the court granted Lawrence & Son an injunction 
cgainst the Sharpless Company prohibiting the use of the Sharp- 
less label on cheese, but it is plain from the decision that the in- 
junction was granted on the ground of unfair competition, since 
Sharpless Company had copied even the color and general out- 
lines of Lawrence & Son’s label. 

The decision of the court of appeals on this point (208 Fed. 
Rep., 886) [Reporter, Vol. 4, p. 5] leaves open the question 
of whether any one could appropriate the figure of a cow broadly 
for cheese. 


In the English case of Jones v. Soulby (33 Ch. D., 392) it 


was held: 


Why a pig should not be, according to English law, a distinctive mark 
for lard or something made out of a pig, I do not know. Supposing you 
tanned pigskin into leather. I do not know why a pig should not be a 
good trade-mark for tanned pig’s hide. 

I am inclined to hold that if Lawrence & Son can clearly 
establish priority of adoption of the representation of a cow as 
a trade-mark for cheese and show continuous use from 1876 to 
the present time, such mark should be held valid. Such long- 
continued use by a user of a trade-mark should resolve all 
doubt as to its validity in favor of the user. 


The second point raised in this case is whether or not Neuf- 
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chatel cheese, the goods of the opposer, Lawrence & Son, is of 
the same descriptive properties as the applicant’s, The Licking 
Creamery Company’s goods—viz., ice cream, milk, butter, cream, 
and cheese. 

The answer to this question has an important bearing in 
this case for the reason that if milk, cream, butter, and cheese 
belong to the same class of goods Lawrence & Son really have 
no exclusive right to the representation of a cow at all. Judge 
Thompson in his decision, supra, held that the Sharpless Com- 
pany or its predecessors in business had used the figure of a cow 
on butter since 1838. Sharpless & Company registered their 
mark January 28, 1913, No. 90,062, stating that their mark had 
been used since March 1, 1838, on butter. This was long be- 
fore any use alleged by the opposer, Lawrence & Son, of this 
mark on cheese. 

Judge Thompson, in his decision above referred to, however, 
held decisively that butter and cheese were not goods of the 
same descriptive properties. The Office practice has generally 
been to regard butter and cheese as being in different classes of 
goods, however. In ex parte, Barber & Co. (81 Ms. Dec., 221), 
the Assistant Commissioner has held that they were of the same 
descriptive character; but in the case of Von Glahn & Son vy. 
Lawrence & Son, interference No. 35,751, in view of Judge 
Thompson’s decision, supra, and the concessions by the parties 
to the interference, I dissolved said interference without decid- 
ing whether butter and cheese would generally be held as having 
the same descriptive properties, and in Borden Ice-Cream Co. v. 
Borden Condensed Milk Co. (201 Fed. Rep., 510), [Reporter, 
Vol. 3, p. 80], it was held that ice cream and cheese were not 
goods of the same descriptive character. 


I do not see, therefore, on what possible ground Lawrence 
& Son can successfully oppose the use by the applicant of its 
mark on anything except cheese, for if cheese and butter belong 
to the same class of goods it would appear that Sharpless Com- 
pany, and not Lawrence & Son, would be the owners of this 
trade-mark. On the other hand, if butter and cheese are dif- 
ferent classes of goods, then Lawrence & Son have no ground for 
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opposing the registration of applicant’s mark for milk, ice cream, 
cream, or butter. 

The third point to be considered is whether or not Lawrence 
& Son have established priority of use of this mark on cheese 
in view of the record in the present case. 

The proofs on behalf of Lawrence & Son mainly depend 

upon the testimony of Theodore F. Lawrence, the surviving 

partner of W. A. Lawrence & Son, who was born about 1863, 
and in 1876, therefore, was only thirteen years old. He says, 
(p. 9, Lawrence & Son’s Rec.) : 


We commenced to mark our goods on the outside of the cases 
as early as August, 1876. 


He does not give any satisfactory reason for definitely fix- 
ing this date, although he is quite positive that the Lawrence 
firm began using this picture of a cow about 1876 on cheese. 

This witness, as brought out in cross-question 177, was attend- 
ing school at Chester, N. Y., in 1876, and while he was in and 

: out of the factory very frequently his testimony is not entirely 
convincing as to what he remembered about the adoption of this 
trade-mark, in which as a boy thirteen years old he would be 
very likely to have little interest. Still his testimony, taken with 
the statement in the Lawrence registration, No. 8,147, that this 
mark had been in use for four years from August, 1880, will be 
considered as fairly establishing a use of this mark on cheese 
by Lawrence & Son in 1876. 

The Licking Creamery Company has attempted to establish 
a date of use of a cow as a trade-mark for cheese by a third 
party prior to 1876 and continuous use to 1909, through Mende 
Brothers, who registered their trade-mark of a cow for hand- 
made or German cheese in 1882, No. 9,713, and in that registra- 
tion they state that they had used the mark continuously for 
sixteen years, which carries it back to 1866. 

The principal witness of the Licking Creamery Company 
was Frank Mende, fifty-five years old in 1913, and who was 
therefore born in 1858, and in 1874 was sixteen years old. He 


testifies that he worked in the factory of Mende Brothers from 
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1874 until 1886. In answer to questions 33, 34, and 35, he states, 
in effect, that the cheeses were not marked, but the boxes in 
which the cheeses were shipped were marked with a brush in 
blue ink, and the mark was the figure of a cow. The only date 
that he fairly establishes is in his answer to questions 50 and 51, 
wherein he states that he was living in Philadelphia at the time 
of the Centennial of 1876, and by this event he fixed definitely in 
his mind working with Mende Brothers, principally in the office. 
At that time the boxes in which hand-cheeses were shipped were 
stenciled in blue ink with stencils representing a cow. 

There are other parts of Mende’s testimony indicating that 
his memory of other incidents happening about the same time 
was quite defective. 

The testimony of Charles H. Mende does not strengthen 
that of Frank Mende in definitely establishing the use of the 
Mende mark on cheese prior to the use of the cow on cheese by 
Lawrence & Son. 

This testimony of the Mendes is too vague and uncertain to 
deprive Lawrence & Son of priority in the adoption of this mark 
for cheese. If the contest were between the Mendes and Law- 
rence & Son, the proofs of priority of adoption would be quite 
evenly balanced; but in the present case the Mendes are third 
parties. They have no interest in this mark, since they have dis- 
continued the use of it, and it is therefore thought that all doubt 
as to priority should be resolved in favor of Lawrence & Son 
as between them and the Mendes, and with this view it must 
be held that Lawrence & Son are entitled to the representation 
of a cow for cheese, since there is no question but that they have 
used the mark since their date of adoption. 

It is held, therefore, that the opposition of Lawrence & Son 
should be sustained so far as cheese is concerned, but so far 
as milk, cream, ice cream, and butter are concerned their opposi- 
tion should be dismissed, and to this extent the decision of the 


Examiner of Interferences is affirmed. 
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Conflicting Marks 


The examiner of trade-marks refused registration to a 
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mark consisting of the word “Pep-a-mo” written in script with 
a paraph under part of the word, because of a prior registra- 
tion of the word “Pepana,” both marks being for a remedy for 
indigestion. 

The assistant commissioner holds, however, that since there 
are several prior registrations showing the prefix “Pep” for 
the same class of goods, a prefix to which nobody has an ex- 
clusive right, there is sufficient difference between the two marks 
to warrant the passing of the application to publication and if no 
opposition is filed, to permit of the registration. (1) 

The opponent is the owner of a trade-mark, consisting of 
a blue stripe running around the outer surface of an automobile 
tire, which it appears causes its goods to be known as “Blue 
Streak” tires. It opposed an application to register a mark con- 
sisting of a black stripe disposed around the inner tube of a 
tire, and the opposition was sustained by the examiner of inter- 
ferences. This name conveys a very different meaning from the 
black stripe of the applicant, it being suggestive of fast running, 
and the difference in the marks, as well as the slight difference 
in the goods to which they are applied makes confusion very 
improbable, in the opinion of the assistant commissioner. He 
cites A. Leschen Rope Co. v. Broderick & Bascom Rope Co., 
201 U. S., 166, wherein it was held that no one is entitled to a 
broad monopoly of any kind of a colored stripe applied to 
goods. In the present case, the opponent in the registration of 
its mark described the mark as a blue stripe “positioned circum- 
ferentially of the tire and central to the tread portion thereof,” 
a description which sufficiently distinguishes it from the mark 
of the applicant. The assistant commissioner says that the op- 
ponent in its registration has set forth with fair accuracy what 
its trade-mark would ordinarily mean to an observer, and since 
the testimony shows no confusion arising between the two marks, 
the opposition should be dismissed. (?) 

') Ex parte, Smith Mfg. Co., 114 Ms. Dec., 10. 


(2) Goodyear Tire & Rubber Co. v. The Republic Rubber Co., 113 
Ms. Dec., 410. 
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The marks involved in an opposition were a bust portrait 
of Paul Jones in the costume of a colonial officer, for canned 
fruits, vegetables and fruit jams and a bust portrait of General 
Anthony Wayne likewise in colonial military costume, for like 
goods. 

The assistant commissioner sustained the opposition in view 
of the decisions in Wayne County Preserving Co. v. The Burt- 
Olney Canning Co., 140 O. G., 1003; 32 App. D. C., 279, and 
says that the marks here involved resemble each other more 
nearly than those in the case cited. (1) 

“Purifex” may properly be registered as a trade-mark for 
a blood purifier, notwithstanding the prior registration of ‘“ Puri- 
fine’’ for the same class of goods. 

Applicant contended that the registrant had gone out of busi- 
ness, and in support of this claim he showed a report from a 
commercial agency, but refused to file such report, because of 
its confidential nature. The assistant commissioner held that 
so long as he had satisfied the office of its contents, the report need 
not be filed. Applicant also showed a letter written to the regis- 
trant which had been returned to him unclaimed. In view of 
these facts, and the difference in the marks, the applicant’s mark 
was passed for publication. (7) 

Registration of the mark “Old Mission” for lager beer, 
was refused because of the prior registration of “Mission” for 
malt tonic unless the consent of the registrant could be obtained. 
The examiner said that, in view of the fact that the one mark 
is for beer, to be sold in saloons, and the other for malt tonic 
which would probably be sold in drug stores in small quantities 
as a medicine, and in view of the difference in the appearance of 
the labels, he was doubtful about granting the registration; if 
the consent was not obtained, the doubt should be resolved in 
favor of the registrant. 

The commissioner, however, holds that in a case as doubt- 
ful as this, the doubt should be resolved in favor of the appli- 
cant. The practice of resolving a doubt in favor of the regis- 


(1) Edgett-Burnham Co. v. Cobb Preserving Co., 113 Ms. Dec., 380. 
(2) Ex parte, C. W. Entzminger, 113 Ms. Dec., 313. 
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trant originated under the statute of 1881, but since the statute 
of 1905 provides for the publication of the mark before regis- 
tration and gives to the owner of a mark the right to have an 
interfering mark cancelled, the rule should be more liberal 
in favor of the applicant. (*) 

The examiner of interferences dismissed the opposition of 
the National Candy Company to the registration of the mark 
“Pan-American” by Powell’s for candy, the opposition being 
based on the ownership of the word “Pan” by the registrant 
for the same class of goods. 

On appeal to the commissioner, it was held that where the 
words constituting the marks have different meanings, although 
the one mark may form part of the other, the two marks do not 
conflict. The word “Pan,” when used alone, would be taken 
to mean a small metal vessel, and would therefore convey a very 
different impression from Powell’s mark “Pan-American,” and 
the opposition was properly dismissed. (7) 

The Cassebeer Pharmacal Company opposed the registra- 
tion of the word “Alaya” for a skin cream, in view of its regis- 
tration of “Elcaya” for the same class of goods. The examiner 
dismissed the opposition. 

The assistant commissioner says that these words are too 
nearly alike to summarily dismiss the opposition before deter- 
mining the matter. (°) 

On a motion to dissolve an interference, it was held that 
the mark of the applicant, the prominent feature of which is a 
triangle in red, so closely resembles registrant’s mark consist- 
ing of the representation of a triangle, either in color or out- 
line, that the motion is properly denied. (*) 

Application was made for the registration of a trade-mark 
for men’s coats, consisting of the representation of a tiger re- 
clining on a pedestal, on the base of which appeared the words 
“The Royal Tailors, Chicago-New York.” Registration was re- 

(1) Ex parte, Mission Brewing Co, 113 Ms. Dee., 3c®. 

(2. National Candy Company v. Powell’s 113 Ms. Dec., 243. 


(3) Cassebeer Pharmacal Company v. Hynson Westcott & Co., 113 
Ms. Dec., 202. 


(4) Voiet & Co. v. Bass, Ratcliff & Gretton, Ltd., 113 Ms. Dec., 198 
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fused on account of two prior marks, the one consisting of the 
word “Royal” above the representation of a crown, and the 
other the representation of a tiger, both for substantially the 
same class of goods. 

Held, that the marks are so different that no confusion 
would be caused in the trade, notwithstanding the prior use of 
the other marks. (*) 

The owners of a registered trade-mark, consisting of the 
monogram of the letters “J. B. & S.” surrounded by a circle, 
opposed an application to register a monogram composed of a 
peculiar arrangement of the letters “J.T.S.” also surrounded 
by a circle, both marks being for cigars. It is held by the assist- 
ant commissioner that there is as little similarity between the 
arrangement of the initials of the parties as there is ordinarily 
between two monograms, and the applicant is entitled to registra- 
tion. He says: 


“When a person adopts as a trade-mark a monogram made up 
of his own initiais, he does so with the fact well established that 
others have an equal right to use monograms of their initials as 
trade-marks, although those initials may be very similar to his. 
Such monograms, from their very nature, must be more or less 
alike.” (2) 

The opposition of the Badische Anilin & Soda Fabrik to the 
registration of “‘Pyrogene” as a trade-mark for dye stuffs, op- 
poser contending that this mark is deceptively similar to its 
registered marks ‘“‘Kryogene” and “Pyramine” for the same 
class of goods, was properly dismissed. 

The class of purchasers must be taken into consideration and 
as the purchasers of the goods of the parties, are textile manu- 
facturers skilled in matters relating to these things, there is less 
likelihood of confusion than if the goods were household ar- 
ticles sold in retail stores. No actual confusion is shown, and 
it is not believed that there is any likelihood of such. 

It was said that the applicant tried to register this mark 
in England and withdrew the application on the opposition of the 
present opponent but this fact has no weight here, and as the 


(1) Ex parte, The Royal Tailors, 113 Ms. Dec., 181. 
(2) Ex parte, Gans Bros., 113 Ms. Dec., 499. 
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marks are not deceptively similar, the registration should be 
granted. (+) 

Application was made for the registration of the word “Kok” 
for kinematographic apparatus. This was opposed by the East- 
man Kodak Co. on the ground that the mark applied for is too 
near their trade-mark “Kodak” for photographic cameras and 
supplies. The opposition was dismissed by the examiner of 
interferences. 

Applicant says that it has used the representation of a 
fighting cock as a trade-mark for a long time, and that “Kok” 
is merely the phonetic spelling of the French “coq” for “cock.” 

The assistant commissioner holds that the opposition is 
properly dismissed, in view of the fact that the registrant's mark 
is not used on such apparatus as that to which applicant’s mark 
is applied, and in view of the difference in the marks themselves, 
which, in his opinion, is sufficient to prevent any confusion. (7) 

Application was made for the registration of the word “Im 
perator” as a trade-mark for beer, and the application was op- 
posed by the prior user of the word “Kaiser.” The examiner of 
interferences dismissed the opposition. 

The opponent argues that “Imperator” is an anglicized Latin 
equivalent of “Kaiser” and that consumers, especially Germans, 
would consider both designations as indicating goods of oppon- 
ent. 

The words in question neither look nor sound alike, and the 
assistant commissioner does not believe that they are such 
equivalents that anyone accustomed to buy “Kaiser” beer would 
be deceived by the use of the word “Imperator.”’ Although in a 
broad sense the word “Imperator” may be equivalent to “Em- 
peror,” that does not make it equivalent to “Kaiser,” which is 
generally understood as applying to the German Emperor. The 
opposition was properly dismissed. (*) 


(1) Badische Anilin & Soda Fabrik v. Society of Chemical Industry 
in Basle, 114 Ms. Dec., 48 

(2) Eastman Kodak Co. v. Cie Gle de Phonographes Cinemato- 
graphes et Appareils de Precision, 113 Ms. Dec., 477. . 

(3) Kaiserbrauerei Beck & Co. v. S. Leibmanns Sons Brewing Co., 
114 Ms. Dec., 46. 
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A trade-mark consisting of the letters “X X” is deceptively 
like a previously registered mark made up of the letter “X” with 
a star in the center and the representation of the sun surround- 
ing the letter. (+) 

Application was made to register a mark for writing paper, 
consisting of the representation of a book with a fanciful draw- 
ing on the back and cover. An interference was declared with 
a mark registered for the same goods, consisting of the repre- 
sentation of a book on the back of which appear the words 
“Webster’s International Dictionary,’ and on the cover the let- 
ter “\W” surrounded by a wreath and the word “Webster’s.” A 
motion was made to dissolve this interference, and upon the ex- 
aminer’s refusal so to do, an appeal was taken to the commis- 
sioner, the applicant contending that the marks are not enough 
alike to cause confusion, its mark being the mere representation 
of a book, whereas the other mark is a representation of the 
well-known Webster’s Dictionary. 

In the opinion of the assistant commissioner, the question 
here involved is not, whether the two marks can be distinguished 
when side by side, but whether the ordinary purchaser would be 
misled by the resemblance between them. He believes that the 
words “‘Webster’s International Dictionary” in registrant’s mark 
would not prevent the likelihood of confusion, especially among 
school children who are the principal users of the goods of both 
parties. He therefore holds that the motion was properly denied. 
(7) 

Upon an application to register the word “Flint-tone” for 
varnishes, driers and enamel, the examiner of interferences held 
that it must be refused because of prior registrations of the words 
“Flint Primer” and “Flint Filler” for varnishes. 

The assistant commissioner, says, no one is entitled to the 
exclusive use of the word “Flint” because geographical and a 
proper name and it would seem inconsistent to reject this mark 
because of the prior registrations, in which the suffixes differ so 
materially from that in the present mark. (*) 


(1) Ex parte, Peter Ludwig Schmidt, 114 Ms. Dec., 212. 
(2) Western Tablet Co. v. J. C. Blair Co., 113 Ms. Dec., 372 . 
(3) Ex parte, Flint Varnish Works, 114 Ms. Dec., 22 
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An application to register, as a trade-mark for crude 
petroleum, fuel oils and lubricating oils, the representation of 
a flint arrowhead, upon which is the head of an Indian, was re- 
fused on account of prior registrations for the same goods, each 
of which shows an Indian head enclosed in a circle. 

It would appear from the number of earlier registrations 
that probably no one is entitled to exclusive use of an Indian 
head for this class of goods, and as the applicant’s mark is more 
distinct from the others, than they are from each other, the mark 
should be passed to publication, and registered, if not opposed. 
(*) 

The examiner of interferences granted an application for 
cancellation of the registration of the mark “‘Nubded” for braids 
and shoe laces. The owner of this mark denies that the petitioner 
has been injured in the way contemplated by the statute, because 
petitioner’s mark, “Beaded,” is descriptive as applied to beaded 
tips. 

The assistant commissioner says, however, that petitioner 
need not have an exclusive right to use the word “Beaded” in 
order to sustain the petition. The proofs show that it ex- 
tensively used this word “Beaded” as a quasi trade-mark and it 
would appear to have obtained an interest therein that would be 
damaged by the registration of the word “Nubded” whether the 
word “Beaded” is a registrable trade-mark or not. 


There is no doubt that the use of the two words would cause 
confusion and there was no error in the decision of the exam- 
iner. (7) 

An application to register the word “Rosanthren” for dye 
stuffs was opposed by the owners of the marks “Indianthren,” 
“Flavanthren,” ‘“Melanthren,” ‘“Fuscanthren” and ‘“Rufan- 
thren,” on the ground of deceptive similarity, but the opposition 
was dismissed. The German patent office registered the mark in 
question in spite of the opposition of the same parties. The as- 
sistant commissioner says that, while the action of that office is 
entitled to consideration, it does not render res adjudicata, the 


(1) Ex parte, Indian Refining Co., Inc., 114 Ms. Dec., 317. 
(2) United Lace & Braid Mfg. Co. v. Barthels Mfg. Co., 114 Ms. 
Dec., 188 
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question whether applicant is entitled to registration under the 
trade-mark law of the United States. 

The opponent contends that it has a series of trade-marks in 
which ‘“‘anthren” appears and the purchasing public understands 
that all goods bearing such marks are made by it. But all the 
marks named, except “Indianthren” and “Flaventhren” were 
adopted after applicant began to use the word “Rosanthren” in 
the United States. Therefore the others have no bearing on the 
question. The assistant commissioner says, that the goods of 
both parties are sold to manufacturers and the marks are not 
so similar as to.confuse such buyers. The opposition was, there- 
fore, properly dismissed. (*) 

Upon an application for registration of the word ‘“Metalnola”’ 
as a trade-mark for pneumatic piano players, opposition was 
filed by the owners of the trade-mark “Pianola” for-the same 
class of goods. The opposition was dismissed by the examiner 
of interferences, who held that there is neither identity of sound, 
nor similarity in the suggested meaning of the two words. 

The opponent argues that it has made the termination “ola” 
typical of a series of marks which it has registered, and that the 
public associates any mark ending with that syllable, with the 
goods of its manufacture. However, marks have been regis- 
tered to other parties, containing this syllable, and since this is 
so, and there is a wide difference between the words, both in 
sound and suggestive meaning, registration should be granted to 
the applicant and the opposition was properly dismissed, Badische, 
Anilin & Soda Fabrik v. Society of Chemical Industry in Basle, 
(Reporter, Vol. 4, p. 452). (7) 


Ten-Year Mark 


The examiner of trade-marks refused to register, as a mark 
for a skin lotion, the words “Oriental Cream, or Magical Beau- 
tifier’” accompanied by scrolls, the facsimile signature of T. Felix 
Gouraud and the representation of an eagle within a square, 
basing his action on prior registrations of Burnside and of Cas- 


(1) Badische Anilin & Soda Fabrik v. Society of Chemical Industry 
in Basle., 114 Ms. Dec., 56. 
(2) The Aeolian Co. v. Otto Higel Co., Ltd., 114 Ms. Dec., 105. 
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ler. A previous application to register the word ‘“Oriental’’ was 
refused on the ground that the word was geographical, and regis- 
tration is now sought under the ten-year clause, the mark having 
been in use since 1847. The examiner rejected the application 
because the registrations cited proved that the applicant did not 
have the exclusive use of the word “Oriental” on this class of 
goods during the ten-year period. 

It was shown that the applicant had recently purchased the 
Burnside mark, but the examiner held that such purchase did 
not bring the applicant within the benefit of the ten-year clause, 
because it did not cure the defect of lack of exclusive use during 
the ten-year period. The assistant commissioner holds that the 
assignment, however, removes any bar that the Burnside regis 
tration might have offered to the present application. The mark 
of Casler, although containing the word “Oriental,” he points 
out, is used on somewhat different goods, and as there was evi- 
dently never any conflict between these marks, he holds that ap 
plicant’s mark should be registered. (*) 


A pplication—Drawing 


The examiner of trade-marks objected to the presentation of 
the applicant’s trade-mark in several different forms, it having 
filed three drawings, one showing the word “Star,” the second a 
star in solid colors, and the third a star with red points and a 
white center. The commissioner says, applicant’s contention that 
it should be allowed to show in its application all the forms in 
which it has used the mark, is erroneous. Only one mark should 
be covered in one application. If the applicant is sure that all 
these forms constitute one mark, then one form is enough to show, 
if on the other hand, the marks are distinct, he should file sepa- 
rate applications. The examiner ruled that, as certain of the 
specimens filed show a star-shaped figure together with the 
word “Star,” applicant may show both these forms in one ap- 
plication, and this is as far as the examiner should go in that 
direction. (7) 


* pm . - 7 
(1) Ex parte, Ferd. T. Hopkins & Son, 113 Ms. Dec., 327. 
(2) Ex parte, Dwiggins Wire Fence Co., 113 Ms. Dec., 201. 
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The examiner required that the drawing filed with the ap- 
plication show all the arbitrary features shown in applicant’s 
foreign certificate of registration, and from such ruling, an 
appeal was taken to the commissioner. 

While the applicants have left out many important details 
of its mark, it has selected a prominent arbitrary part of its 
foreign registered mark, and under article two of the Inter- 
national Convention for the Protection of Industrial Property 
of Paris, 1883, securing to citizens of other countries belonging 
to the Union, the same rights in the United States as our own 
citizens enjoy, there appears to be no reason why they should not 
be allowed to leave out these minor features. American citizens 
are allowed to determine what shall constitute the mark to be 
registered and the applicants should be allowed the same privi- 
lege. (1) 


Interference—Proof of Use 


The application of this petitioner was rejected upon an 
earlier registration. Evidence was offered by the applicant to 
show the lack of use in this country and the applicant moved that 
the registrant be required to file an affidavit of use. 

This was done. The petitioner says that the affidavit is in- 
sufficient, in that it does not specifically state that the goods 
were ever sold in this country, although it does state that the 
mark is a well-known one, that the goods covered thereby have 
been constantly offered for sale in the United States, pamphlets 
and price lists of the goods have been distributed, and that 
goods have been ordered by and delivered to a certain firm in 
New York. 

The assistant commissioner holds that the obvious purport 
of the affidavit is that the goods were sold here, and the fact 
that only a few sales are alleged, is not enough to justify a con- 
clusion that the mark has been abandoned. (7) 


(1) Ex parte, Crusellas Hns. y Cia., 113 Ms. Dec., 322. 


(2) Atlantic Insulated Wire & Cable Co. v. Felten & Guilleaume 
Carlswerk Actien Gesellschaft, 113 Ms. Dec., 377. 
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Labels—M isbranding 


The examiner objected to the labels filed, on the ground 
that they describe the product as natural hair color restorer, 
which in his opinion is a misbranding. However, the words do 
not appear on the drawing presented with the application, and 
the assistant commissioner says that he cannot see on what the 
charge of misbranding is based. He declares that it is carrying 
the decisions against misbranding too far to apply it in this case. 
(*) 


Effect of Disclaimer 


A petition to cancel a registered mark was dismissed by the 
examiner of interferences. The mark consisted of the word 
‘“Karboneater” in an oval panel, but the statement disclaims that 
word, because the examiner of trade-marks, at the time the 
registration was applied for, refused to allow the registration 
unless that word was disclaimed. Petitioner claimed use of the 
word “Carboneater” as a trade-mark for a carbon cleaner, from 
a date prior to that alleged by the applicant. The examiner of 
interferences, in dismissing the petition, said that the word “Kar- 
boneater” having been disclaimed, it formed no part of the regis- 
tration, and petitioner's mark was in no way like the oval panel. 

The petitioner contended that the mark is fraudulent, since 
anyone seeing the labels with the word “Registered” thereon, 
would be led to believe that the word ““Karboneater” was a part of 
registrant’s mark. Held that, as the registration expressly states 
that the word “Karboneater” is disclaimed, there can be no more 
deception than if the word had actually been removed, and there 
is, therefore, no ground which would justify the cancellation 
of the mark. The same principle was announced in the case of 
the Lake Region Packing Association, | Reporter, Vol. 3, p. 72 
gd 


Label Registration 
An appeal from the decision of the examiner of trade-marks, 


(1) Ex parte, Minnie Geverhause, 113 Ms. Dec., 320. 
(2) Johnson v. Dulaney, 114 Ms. Dec., 20. 
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refusing to register a label for candy, consisting of the words 
“Mona Lisa’s Smile Chocolates, Park & Tilford, New York, 
Paris” written in gilt letters, and the letters “P. & T.” and the 
words “Founded 1840” in a wreath also in gilt letters, on the 
ground that it is not artistic, citing Higgins v. Keuffel, 55 O. G.., 
1139. 

The assistant commissioner says, however, that this case 
never decided that the office should not have registered the label, 
or that it did wrong in doing so, but merely that the Court 
could not protect the label, because it was not artistic. It has 
never been the practice to examine labels to determine their 
novelty or originality, so why should they be examined to deter- 
mine their artistic merit. The office should not scrutinize labels 
too closely, except to determine that they are to be attached to 
merchandise, and are not of a nature to be registered by the 
register of copyrights, rather than by the commissioner of pat- 
ents. Since applicant’s label is to be attached to merchandise, if 
in proper form, it should be registered in the patent office. (+) 


Opposition —Notice 


An opposition was dismissed by the examiner of interfer- 
ences, because not properly filed within thirty days after pub- 
lication of the mark. The opposition signed, but not verified, 
was filed within thirty days. Subsequently a verification was filed 
with a certificate from the directors of the company, that the 
person signing the opposition had full authority. This was held to 
be insufficient. 

It was also held that in view of the defective opposition, 
the opposer is not entitled to reise any question as to alleged 
defects in the application. (7) 


Opposition—Amendment of Notice 


The applicant petitioned the commissioner to direct the 
examiner of interferences to dismiss an opposition to the registra- 
tion of the word “Lineofelt” for lineoleum floor cloth, because it 


(1) Ex parte, Park & Tilford, 114 Ms. Dec., 310. 
(2) Milton Bradley Co. v. J. W. Spear, 114 Ms. Dec., 144. 
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was not filed within thirty days after publication of the mark. 
It appears that the opposition was filed by the Union Fibre Com- 
pany within thirty days after the publication, the notice being 
signed by the assistant secretary of the company and stating that 
the corporation was organized under the laws of New Jersey. 
Subsequent'y an amended notice was filed, stating that the com- 
pany was organized under the laws of Minnesota. 

The applicant contended that the original opposition papers 
were void and could not be amended, to state that the company 
was organized in Minnesota and not in New Jersey, but the as- 
sistant commissioner holds that the situation does not justify a 
dismissal of the opposition, as the error was merely one of 
identification and no more important that an error in giving the 
address of an individual. (*) 


Opposition—Amendment of Application 


Application for a trade-mark on chloride of lime, concen- 
trated lye, powdered borax and ammonia, was opposed by the 
owners of a similar mark for ammonia. After the institution 
of the proceeding, applicant disclaimed use of the mark on 
ammonia, and requested that it be registered for the other goods 
mentioned, whereupon it was informed by the examiner that the 
application could not be amended during the pendency of the pro- 
ceeding, unless the opposer filed a withdrawal of the opposition. 
Applicant took no further action, and a judgment was entered 
against it to the effect that it was not entitled to the registration. 

On appeal, the assistant commissioner says that the question 
properly to be decided is whether the applicant, having disclaimed 
its mark for ammonia can have it registered for the other goods. 
(Ex parte, Oakford & Fahnestock, Reporter, Vol. 3, p. 254) and 
he holds that the case should be returned to the examiner with 
instructions to him to decide whether the mark should be regis- 
tered for the other three products, in view of prior registration for 
ammonia. (7) 


(1) Union Fibre Co. v. The George W. Blabon Co., 113 Ms. Dec., 250. 
(2) The Zipp Mfg. Co. v. Sinclair Mfg. Co., 113 Ms. Dec., 485. 
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Opposition—Res Adjudicata 


Applicant first attempted to register the word “Laxaspirin”’ 
as a trade-mark for a remedy for colds, headaches and la grippe. 
The application was opposed by the owners of the mark “As- 
pirin,” for an anti-rheumatic medicine. Thereupon, applicant 
abandoned that mark and adopted another, consisting of the word 
“Laxapirin” for the same goods. On the opposition proceeding, 
judgment was rendered for the opponent. The examiner of trade- 
marks likewise refused this mark, holding that applicant’s right 
to register was res adjudicata, in view of the decisions in the 
previous opposition. The assistant commissioner, however, says 
that this is not the fact; furthermore, that in view of the differ- 
ence between the mark now sought and the mark of the regis- 
trant, and in view of the difference in the goods to which the 
two marks are applied, there is no conflict, and the registration 
should be allowed. (*) 


Representation of a Patented Article 


This is an appeal from the decision of the examiner can- 
celling a mark for shoebutton fasteners registered under the ten- 
year clause, the mark being an illustration of a patented fastener, 
the patent for which expired in 1908. The applicant claimed that 
the registrant’s mark was not used as a trade-mark but only to 
describe its goods, a representation being stamped on the pack- 
ages to show what was in them, a common practice and distinct 
from trade-mark use. 

It is held by the assistant commissioner that on the expira- 
tion of the patent in 1908, not only the right to make and sell the 
goods became public property, but the right of illustrating the 
article on packages became public property, also. He says: 


“To hold that a patentee may use an illustration of his patented 
article on his packages, and after the expiration of the patent 
prevent others from so using such illustration, would be contrary 


to the fundamental principles underlying patent and trade-mark 
rights.” 


(1) Ex parte, Arthur B. Morse, 114 Ms. Dec., 6. 
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The registration was properly cancelled on this ground. (*) 
Title to a Trade-Mark 


Application to cancel the mark “Hudson” for rye flour, regis- 
tered under the ten-year clause. It appears that Van Alstyne 
and one Young, about 1868, adopted the mark “Upper Hudson”’ 
for rye flour, and after using it for some time on flour them- 
selves, they transferred their plates to the petitioner, who there- 
after put the mark on rye flour, before shipment to Van Alstyne 
and Young. It also appears that goods were shipped to others 
under this trade-mark, with the knowledge of registrant. The 
registrant seems to have acquiesced in the use of the name by 
the petitioner, and when the mark was used by an infringer, the 
registrant called the matter to the attention of the petitioner and 
the latter took steps to have the infringement stopped. 

Registrant’s actions were inconsistent with business methods, 
if they believed themselves the owners of the mark, and the 
testimony amounts to proof that the mark was abandoned. Fur- 
thermore, the mark was registered under the ten-year clause, and 
it is held that registrant did not use the mark exclusively during 
the required period, since others bought the goods under the same 
mark, from the petitioner during that time. The mark was 
cancelled. (*) 


Opposition—A p peal from Refusal to Dismiss 


It is well settled that no appeal lies from the decision of the 
examiner of interferences, denying a motion to dismiss an op- 
position. (*) 


(1) Independent Button Fastener Machine Co. v. Heaton Peninsular 
Button Fasteners Co., 114 Ms. Dec., 160. 

(2) Bontwell Milling & Grain Co. v. Van Alstyne & Co., 114 Ms. 
Dec., 241. 
(3) Ex Lax Mfg. Co. v. Advance Pharmacal Co., 114 Ms. Dec., 68. 





